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Office Action Summary 


Application No. 

09/553,413 

Applicant(s) 
BRIERE ETAL 

Examiner 

Robert B. Davis 

Art Unit 

1722 



" The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH{S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

• If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

• If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )M Responsive to cx)mmunication(s) filed on 12 September 2002 . 
2a)n This action is FINAL. 2b)S This action is non-final. 

3) n Since this application is in con(Jition for allowance except for fomnal matters, prosecution as to the merits is 

closed in accordance with the practice under £x parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) H Claim(s) 1-21 and 34-40 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) M Claim(s)iil4 is/are allowed. 

6) 13 Claim(s) 15-21 and 34-40 is/are rejected, 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) 0 The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner. 

If approved, connected drawings are required in reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)l3AII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received, 

2. ^ Certified copies of the priority documents have been received in Application No. 08/945,089 . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (POT Rule 17, 2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTCM1 3) Paper No(s). . 

2) □ Notice of Draflsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) n Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) CD Other: 


U.S. Patent and Trademark OfTice 

PTO-326 (Rev. 04-01) 
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Response to Amendment 


1. Claims 15-21 and 34-40 are rejected under 35 U.S.C. 251 as being an improper 
recapture of broadened claimed subject matter surrendered in the application for the 
patent upon which the present reissue is based. See Hester Industries, Inc. v. Stein, 
inc., 142 F.3d 1472, 46 USPQ2d 1641 (Fed. Cir. 1998); In re dement, 131 F.3d 1464, 
45 USPQ2d 1161 (Fed. Cir. 1997); Ball Corp. v. United States, 729 F.2d 1429, 1436, 
221 USPQ 289, 295 (Fed. Cir. 1984). A broadening aspect is present in the reissue, 
which was not present in the application for patent. The record of the application for the 
patent shows that the broadening aspect (in the reissue) relates to subject matter that 
applicant previously surrendered during the prosecution of the application. Accordingly, 
the narrow scope of the claims in the patent was not an error within the meaning of 35 
U.S.C. 251, and the broader scope surrendered in the application for the patent cannot 
be recaptured by the filing of the present reissue application. 

In response to the rejection in Paper number 4 of the Patent 5,968,560, applicant 
amended claim 1 of the Patent to include "two half-molds respectively supported by two 
mold carriers which are made in the form of enveloping structures". Applicant then 
argues on page 7 of the Amendment (paper number 6 of the Patented file) that "neither 
Appel nor Schavoir teach or suggest a device including a three-part structure, i.e., 
including -an enveloping mold carrier, a shell holder and a shell". Claims 15, 35, 36, 39 
and all claims dependent thereon lack the structure "two mold carriers which are made 
in the form of enveloping structures". Applicant must amend claims 15, 35, 36 and 39 to 
include the limitation surrendered in claim 1 of the Patent. 
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Applicant's attempt to overcome the recapture in the response filed September 
12, 2002 is not proper because the amendment does not positively recite the two mold 
carriers. The examiner made an error in agreeing to the proposed change during the 
interview. The phrase "said shell holders being shaped to be supported by two mold 
carriers made in the form of enveloping structures" does not positively claim the mold 
carriers as pointed out by applicant in the response. Since, the only remaining issue is 
recapture in this application, changes to the independent claims according to the 
language suggested in section 2 of paper number 26 are required. 
2. Applicant is advised of the proper manner of making amendments in reissue 
applications. 

37 CFR 1.121. Manner of making amendments in application, 
(h) Amendments in reissue applications. Any amendment to the description and 
claims in reissue applications must be made in accordance with § 1 .173. 
37 CFR 1.173. Reissue specification, drawings, and amendments, 
(b) Making amendments in a reissue application. An amendment in a reissue 
application is made either by physically incorporating the changes into the specification 
when the application is filed, or by a separate amendment paper. If amendment is made 
by incorporation, markings pursuant to paragraph (d) of this section must be used. If 
amendment is made by an amendment paper, the paper must direct that specified 
changes be made. 

(1 ) Specification other than the claims . Changes to the specification, other than to 
the claims, must be made by submission of the entire text of an added or rewritten 
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paragraph, including markings pursuant to paragraph (d) of this section, except that an 
entire paragraph may be deleted by a statement deleting the paragraph without 
presentation of the text of the paragraph. The precise point in the specification must be 
identified where any added or rewritten paragraph is located. This paragraph applies 
whether the amendment is submitted on paper or compact disc (see § § 1.52(e)(1) 
and 1.821(c), but not for discs submitted under § 1.821(e)). 
(2) Claims . An amendment paper must include the entire text of each claim being 
changed by such amendment paper and of each claim being added by such 
amendment paper. For any claim changed by the amendment paper, a parenthetical 
expression "amended, " "twice amended, " etc., should follow the claim number Each 
changed patent claim and each added claim must include markings pursuant to 
paragraph (d) of this section, except that a patent claim or added claim should be 
canceled by a statement canceling the claim without presentation of the text of the 
claim. 

(c) Status of claims and support for claim changes . Whenever there is an amendment 
to the claims pursuant to paragraph (b) of this section, there must also be supplied, on 
pages separate from the pages containing the changes, the status ( i.e., pending or 
canceled), as of the date of the amendment, of all patent claims and of all added claims, 
and an explanation of the support in the disclosure of the patent for the changes made 
to the claims. 
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(d) Changes shown by markings . Any changes relative to the patent being reissued 
which are made to the specification, including the claims, upon filing, or by an 
amendment paper in the reissue application, must include the following markings: 

(1 ) The matter to be omitted by reissue must be enclosed in brackets; and 

(2) The matter to be added by reissue must be underlined, except for amendments 
submitted on compact discs ( § § 1 .96 and 1 .821 (c)). Matter added by reissue on 
compact discs must be preceded with " <U > " and end with " < /U > " to properly 
identify the material being added. 

(e) Numbering of patent claims preserved. Patent claims may not be renumbered. 
The numbering of any claim added in the reissue application must follow the number of 
the highest numbered patent claim. 

(f) Amendment of disclosure may be required . The disclosure must be amended, 
when required by the Office, to correct inaccuracies of description and definition, and to 
secure substantial correspondence between the claims, the remainder of the 
specification, and the drawings. 

(g) Amendments made relative to the patent. All amendments must be made relative 
to the patent specification, including the claims, and drawings, which are in effect as of 
the date of filing of the reissue application. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Robert B. Davis whose telephone number is 703-308- 
2625. The examiner can normally be reached Monday-Friday 9-5:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jan H. Silbaugh can be reached on 703-308-3829. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-872-9310 
for regular communications and 703-872-9311 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 


0661. 



Robert B. Davis 
Primary Examiner 
Art Unit 1722 


November 15, 2002 



